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REMARKS 

Specification Obiections 

The disclosure stands objected for failing to define the abbreviations "PS", "PBT , and 

"PET". However, Applicants respectfully submit that these abbreviations are well known to one 
of skill in the art and represent, respectively, polystyrene, polybutylene terephthalate, and 
polyethylene terephthalate as depicted at page A- 12 of Modem Plastics Encyclopedia '99, Issue 
Volume 75, Number 12, Mid-November 1998. See attached. As a result, Applicants 
respectfully submit that these objections should be withdrawn. 

Claim Rejections Under 35 U.S.C. §101 and 112, second paragraph 

Claims 1-12 stand rejected under 35 U.S.C. §112, second paragraph, as allegedly being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
Applicants regard as the invention. Particularly, the Action alleges that: 

1) "characterized in that" in claims 1-12 is a relative term which renders the claim indefinite; 

2) "intrinsically" is unclear in claim 1; 

3) "difficult" is a relative term in claim 1 which renders the claim indefinite; 

4) "the plastics system" has insufficient antecedent basis in claims 4 and 8; 

5) "retained in" as used in claim 5 is unclear; 

6) "the light sensitive pigments" has insufficient antecedent basis in claim 8; 

7) providing for the use of laser-markable plastics in claim 1 1 is unclear and is not a proper 
process claim; and 

8) "high-temperature-resistant plastic" in claim 2 is a relative term which is indefinite. 

With respect to rejecfion grounds 4) and 7), claims 4, 8, and 11 have been amended to 
obviate these rejections. As such, Applicants respectfully request that these rejections be 
withdrawn. 

Regarding the rejection grounds 1-3, 5-6, and 8, Applicants respectfully submit that the 
Action has failed to provide any evidence (e.g., affidavit, other patents) that the ordinary artisan 
would be unable to readily ascertain the metes and bounds of the claimed invention. As such, 
there is no prima facie case of indefiniteness for the claims subject to rejection grounds 1-3, 5-6, 
and 8. 

Furthermore, the primary purpose of the definiteness requirement is that the claim 
language is clear so the public is informed of the boundaries of what constitutes infringement of 
the patent (M.P.E.P. §2173). The claims meet this standard by defining the subject matter with a 
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reasonable degree of particularly and distinctness (M.P.E.P. §2173.02) by specifying the plastics 
and materials comprised therein. Thus, the ordinary artisan can readily ascertain the metes and 
bounds of the claimed invention. If the scope of the subject matter embraced by the claims is 
clear, and if Applicants have not otherwise indicated that they intend the invention to be of a 
scope different from that defined in the claims, than the claims comply with 35 U.S.C. §112, 
second paragraph (M.P.E.P. §2173.04). 

Consequently, because the claims are sufficiently definite. Applicants respectfully request 
that these rejections be withdrawn. 

Claim Rejections Under 35 U.S.C. §103(a) 

Claims 1-12 stand rejected as allegedly being unpatentable over WO 95/30716 (WO) in 
further view of EP 0 367 629 (EP). The Action admits WO does not disclose laser-markable 
plastics comprising color pigments. In addition, the Action alleges that EP discloses that plastics 
may include pigment. The Action concludes that it would be obvious to employ the color 
pigments of EP in the laser-markable plastics of WO employs light-sensitive pigments. 

However, Applicants respectfully submit that the Office has the burden to establish a 
prima facie case of obviousness. What is more, the mere fact that references can be combined or 
modified does not render the resultant combination prima facie obvious unless the prior art also 
suggests the desirability of the combination. See/n reM///^, 916F.2d680, 16USPQ2d 1430 (Fed. 
Cir. 1990). 

The Action utterly fails to provide any rationale or evidence that one of skill in the art would 
be motivated to combine these references. Particularly, the Action fails to cite any desirability 
disclosed in WO to use the color pigments of EP. Rather, WO uses metal oxides. As such, there 
is no desirability to combine the teachings of these references. Because the combination of 
references is untenable, there is no prima facie case of obviousness. As such, Applicants 
respectfully submit that the rejections should be withdrawn. 
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In view of the above remarks, favorable reconsideration is courteously requested. 
Attached hereto is a marked-up version of the changes made to the claims by the current 
amendment. The attached page is captioned, "VERSION WITH MARKINGS TO SHOW 
CHANGES MADE". If there are any remaining issues which can be expedited by a telephone 
conference, the Examiner is courteously invited to telephone Counsel at the number indicated 
below. 

Respectfully submitted, 

/'y^es E. Ruland (Reg. No. 37,432) 
/ / Attorney for Applicant(s) 

I y MILLEN, WHITE, ZELANO & BRANIGAN, P.C. 
^ Arlington Courthouse Plaza I, Suite 1400 

2200 Clarendon Boulevard 

Arlington, Virginia 22201 

(703) 812-5338 

(703) 243-6410 [Facsimile] 

Internet Address: ruland@mwzb.com 

Filed: November 5, 2001 

JERAWBAR-nCLIENTSVMERCFMOSSVAMENDMENT OF 1 1-01. DOC 
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VERSION WITH MARKINGS TO SHOW CHANGES MADE 



IN THE CLAIMS 

Claims 4, 8 and 11 has been amended as follows: 

4, (Twice Amended) Laser-markable plastics according to Claim 1, characterized in 
that the proportion of the absorber material based on the a plastics system is 0. 1 - 10% by weight. 

8. (Twice Amended) Laser-markable plastics according to Claim 1 , characterized 
in that the proportion of the light-sensitive pigments in the plastic is from 0 to 5% by weight, 
based on the a plastics system. 

11. (Amended) Use of the looor morkablc plasticG according to Claim 1 aa material A 
method for producing mouldings which arc comprising marking mark e d with the aid of lasers 
laser-markable plastics according to Claim I . 

K;\merck\2038\amendment of U -01. doc 
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